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Real World Issues - #1
 NTP v Research In Motion (RIM)
 RIM is the maker of Blackberry® wireless
communications devices.
 Thomas Campana developed a “pager” that could
receive e-mail through paging networks.
 In 1991 Campana applied for three patents which
described push delivery of wireless e-mail
 Campana formed NTP in 1992.
 NTP holds eight patents related to wireless e-mail.
 NTP filed suit against RIM in 2001.
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NTP v RIM, continued
 In August 2003, NTP was awarded $53.7 million in
damages and RIM was enjoined from making, selling
or servicing its devices and server software in the
United States. The injunction was stayed pending
appeal.
 Case almost settled for $450 million in March 2005.
 After trial and an infringement verdict, RIM settled for
$612.5 million.

 Should RIM have settled before trial?
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Real World Issues - #2
 TiVo v Echostar
 TiVo owns a patent for a multimedia time warping system.
 TiVo alleged that EchoStar infringed upon proprietary TiVo
technology when the company designed its own DVR for its
Dish Network.
 TiVo succeeds and receives $73 million in damages.
(Federal District Court for the Eastern District of Texas)

 TiVo and DirecTV
 Enter into a new license agreement.
 Why didn't Echostar do the same?
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Real World Issues - #3
 Netflix v Blockbuster
Netflix holds two patents for aspects of its
online DVD rental subscription model, one
granted in 2003 and a second recently granted.
Blockbuster was on notice of the first Netflix
patent and the second Netflix patent
application.
Netflix sued Blockbuster, asserting willful
infringement and seeking damages and
injunction.
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Real World Issues - #4
 EBay v MercExchange
 MercExchange holds a patent that includes the
concept of logging onto an auction site and buying
something for a fixed price, such as the "buy-it-now"
service on EBay.
 MercExchange awarded $25M but an injunction was
denied.
 Before U.S. Supreme Court
 Issue: Is a patent holder who succeeds in litigation
entitled to a permanent injunction against the losing
infringer?
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Real World Issues - #5
Microsoft and Autodesk Lose $133 Million
Patent Verdict to Z4 Technologies
 Michigan company holds patents involving anti-piracy
software.
 Jury holds Microsoft and Autodesk must pay $133
million to Z4 Technologies.
 Verdict continues a pattern of victories in East Texas
federal courts for patent owners.
 Patent owners have won 11 of 13 patent trials in the
Eastern District of Texas from 1994 to March 2006,
85% -- the national average is 67%.
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Real World Issues - #6
Philips sues Kodak over image
compression patent
Philips owns a patent on image compression
technology.
Philips developed the technology in the 1980s
and has licensed it to many digital still camera
makers.
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Real World Issues - #7
 Burst.com v Apple
 Apple Computer Inc. sued Burst.com Inc. in January,
seeking a declaration that Burst's patents are invalid and
that Apple does not infringe them.
 Burst.com filed counterclaims accusing Apple of infringing
four of Burst's U.S. patents, alleging that Apple's iTunes
Music Store, iTunes software, iPod devices, and
QuickTime streaming products infringe Burst patents.
 Burst requests that Apple pay a reasonable royalty and
seeks an injunction against further infringement.
 Fun Fact: In March 2005, Microsoft settled a patent
infringement suit brought by Burst by paying Burst $60
million for a non-exclusive license to Burst's patents.
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Real World Issues - #8
 AOL Settles Patent Dispute Over Voice Technology
 Klausner holds patents for voice mail services where subscribers
receive visual identification of new voice messages and
selectively retrieve individual messages via computers or cell
phones.
 Klausner had filed a $200 million patent infringement claim in
federal court in Virginia.
 At issue were AOL voice over Internet protocol (VOIP) features
that let subscribers receive visual notification of new voice
messages and selectively retrieve messages from their displays.
 Case settles -- Settlement payment terms were not disclosed.
 Klausner was founded by Judah Klausner, inventor of the PDA
and the electronic organizer.
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Intellectual Property

What is it?
Patents
Copyrights
Trademarks
Trade Secrets
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Source of Intellectual Property Rights
Rooted in the U.S Constitution, Sec. 8
To promote the Progress of Science
and useful Arts, by securing for limited
Times to Authors and Inventors the
exclusive Right to their respective
Writings and Discoveries
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Patents: What is protected?
Inventions
Devices
and
Useful processes, including processes
for making or using physical objects.
Patentable things and processes include
computer systems, computer software,
web site features and functions,
processes, and methods of doing
business.
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Patents: What is protected?
• 35 U.S.C. 101
• Inventions patentable.
• Whoever invents or discovers any new
and useful process, machine,
manufacture, or composition of matter, or
any new and useful improvement thereof,
may obtain a patent therefor, subject to the
conditions and requirements of this title.
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Patents: What is required?

New, non-obvious object or process.
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Patents: New
•
•

35 U.S.C. 102
Conditions for patentability; novelty and loss of right to patent.

•
•

A person shall be entitled to a patent unless —
(a) the invention was known or used by others in this country, or patented or
described in a printed publication in this or a foreign country, before the invention
thereof by the applicant for patent, or
(b) the invention was patented or described in a printed publication in this or a foreign
country or in public use or on sale in this country, more than one year prior to the date
of the application for patent in the United States, or …
(d) the invention was first patented or caused to be patented … by the applicant … in
a foreign country prior to the date of the application for patent in this country on an
application for patent … filed more than twelve months before the filing of the
application in the United States, or
(e) the invention was described in — (1) an application for patent, published under
section 122(b), by another filed in the United States before the invention by the
applicant for patent or (2) a patent granted on an application for patent by another
filed in the United States before the invention by the applicant for patent.

•

•

•

17

Patents: Not obvious
• 35 U.S.C. 103
• Conditions for patentability; nonobvious
subject matter.
• (a) A patent may not be obtained … if the
differences between the subject matter sought to
be patented and the prior art are such that the
subject matter as a whole would have been
obvious at the time the invention was made to a
person having ordinary skill in the art to which
said subject matter pertains.
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Patents: How is a patent obtained?

File a patent application with the U.S.
Patent and Trademark Office no later than
one year after
Sale, public use or disclosure of the
invention, or
Filing in a foreign country
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Patents: How much does it cost?
Preparation and filing of a patent
application
From $10,000 to $20,000
Preliminary search fees may also be
incurred.
Additional fees incurred to bring the
application to allowance
From $8,000 to $40,000
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Patents: Timing
 File patent application
 Wait for examination and first office action
 typically 1 to 3 years
 Patent Prosecution
 typically 6 months to 2 years
 Allowance
 Patent issues
 typically 2 to 4 years from filing
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Patents: What do you get?

The right to prevent others from making,
importing, using, selling or offering to sell a
patented device, or from practicing a
patented method.
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Patents: How long does it last?

20 years from date of filing of a patent
application.
Maintenance fees must be paid at 4, 8 and
12 years to keep the patent enforceable.
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Patents: Change Is Needed
The USPTO started 2005 with a backlog of 500,000 new
patent applications, and ended the year with a backlog of
nearly 600,000.
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Patents: Change Is Needed
Example: Art unit 2612 -- digital cameras.
Had 2 examiners in 1990
As of Sept. 2005 had 28 examiners
Backlog is huge – If you file a digital camera patent
application, it won't get a first glance for 38 months
– more than 3 years.
Patent will not issue until about 5 years after filing.

The patent office hired 1,000 patent examiners in
2005 and will hire 1000 more in each of the next
five years to catch up with the workload.
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Patents: Proposed Law Changes
Patent Act of 2005 introduced 6/8/2005 by
Representative Lamar Smith of Texas.
Cosponsors include California Representatives
Darrell Issa, Zoe Lofgren and Howard Berman.
Last activity was 9/15/2005 -- Hearings Held on
Issue by Subcommittee on Courts, the Internet,
and Intellectual Property.
Will likely not reach a vote in its current form.
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Patents: Proposed Law Changes
Current law is "first to invent"; proposed law is
"first to file" -- patent rights go to the first inventor
to file for a patent who can provide sufficient
evidence for a claimed invention. (§3)
Limits patentees' ability to get injunctions -directs courts to stay an injunction pending an
appeal if the stay will neither cause irreparable
harm to the patent owner and the balance of
hardships from the stay does not favor the owner
of the patent. (§7)
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Patents: Proposed Law Changes
Establish a new post-grant opposition system in
the patent office that allows members of the
public to file an opposition up to nine months after
the date of grant of the patent in an attempt to
invalidate the patent. (§9)
Establish a new third party submission procedure
that allows any one to file information during
examination of a patent application. (§10)
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Patents: Proposed Rules Changes
In January, the Patent Office proposed two major
rules changes.
The proposed changes have been met with
uniform disdain.
The Patent Office has gone on a road show to
help make its case for the changes.
The changes will likely go into effect despite
universal opposition.
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Patents: Proposed Rules Changes
Continuation Practice
Any second or subsequent continuation, CIP or
RCE must include a showing as to why the filing
could not have been submitted earlier.
Applications having the same effective filing date,
overlapping disclosure, a common inventor, and a
common owner must include either (1) an
explanation how the application is patentably
distinct from its siblings, or (2) a disclaimer of
term and explanation of why multiple applications
were filed.
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Patents: Proposed Rules Changes
Examination
The PTO has proposed that examiners focus their
initial examination solely on a set of
“representative claims” designated by the
applicant for initial examination.
PTO hopes the changes will allow the Office to do
a better, more thorough and reliable examination
since the number of claims under initial
examination is smaller.
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Copyrights: What is protected?

Artistic or creative works such as musical
compositions; musical performances;
movies; computer software; the structure,
sequence and organization of – the “look
and feel” – of web sites and graphical user
interfaces; books; manuals; instructions;
architectural plans; paintings; sculpture.
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Copyrights: What is required?

“Fixing” the work in a tangible form such
as printing on paper and storing on disk.
Register the work with the U.S. Copyright
Office.
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Copyrights: How much does it cost?

Filing a copyright registration is
inexpensive, $30, typically $500+ in
attorneys fees may be incurred.
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Copyrights: What do you get?

The right to stop substantial copying of a
work.
You do not get the right to prevent the
copying of ideas, concepts, techniques, or
algorithms.
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Copyrights: How long do they last?
For an individual, life of author plus 70
years.
For a jointly authored work, life of last
survivor plus 70 years.
For a work made for hire, the shorter of 95
years from date of publication, or 120
years from creation (if not published).
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Copyrights: Notice / Marking

“Copyright <year> <owner>”
© 2006 SoCal IP Law Group LLP.
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Copyrights: When to Protect

After a work has been completed.
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Copyrights: Proposed Law Changes
The Copyright Office
Published a notice of proposed rulemaking last
year seeking comments regarding current laws
Seeking “to determine whether there are
particular classes of works as to which users
are, or are likely to be, adversely affected in
their ability to make noninfringing uses due to
the prohibition on circumvention.”
Plans to release its final determinations by the
end of October 2006.
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Copyrights: Proposed Law Changes
Professors involved with computer security
 Asked the Copyright Office to alter the DMCA to protect
their research
 Concerned that it may be illegal to defang potentially
harmful software

International Intellectual Property Alliance
representing large copyright holders
 Urged the U.S. Copyright Office to avoid making any
changes
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Trademarks: What is protected?
Words, phrases, logos including company
names, product names, slogans; product
packaging and product shapes.
Examples: APPLE, INTEL, LINUX,
MICROSOFT, THQ, UNITED ONLINE
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Trademarks: What is required?

Use in interstate commerce.
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Trademarks: How are they protected?

Use of a trademark causes common law
rights to begin.
File a trademark application with the U.S.
Patent and Trademark Office to obtain a
registered U.S. Trademark.
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Trademarks: How much do they cost?

Filing fee plus attorney’s fees.
Often total is around $1,300-$3,000.
Fees and costs for preliminary searching
may be incurred.
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Trademarks: What do you get?

The right to preclude others from using
marks which are likely to create confusion
in the marketplace.
The right to alleviate consumer confusion.
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Trademarks: How long do they last?

In perpetuity, so long as use is continuous.
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Trademarks: Notice / Marking

Append to the mark either
TM (trademark) or
SM (service mark) before registration,

® when registered.
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Trademarks: When to protect

Ideally before, but can wait until after
naming a company or product
selecting and using a logo or slogan.
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Example: Amazon.com

How is a website like amazon.com
protected by intellectual property?
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Amazon.com - Copyright
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Amazon.com - Trademark
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Amazon.com - Patent
 Amazon.com has 54
issued U.S. patents
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Clients and Intellectual Property
 How can intellectual property protection
help
Client A with a new business
Client B with an ongoing established business
Client C who is considering retiring or selling
in the next couple of years
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